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DETAILED ACTION 
Election/Restrictions 

Applicant's election without traverse of Group I, claims 1-11 in the reply filed on 
14 February 2008 is acknowledged. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person sl<illed in the 
art to which It pertains, or with which It Is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the Inventor of carrying out his Invention. 

Claim 4 is rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 4 recites that the firing step be done at a negative pressure. The disclosure does 
not enable one of ordinary skill in the art to achieve such a pressure without undue 
experimentation since a space where all matter had been removed would have a 
pressure of 0 kg/m^, and it is unclear how the pressure could be further reduced to -0.5 
kg/m^. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his Invention. 

Claims 4 and 1 1 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claim 4 recites a pressure range of -0.5 to 0.2 kg/m^. It is unclear how a nitrogen 
environment as required by claim 1 could be maintained at a pressure of 0 kg/m^ since 
at such a low pressure there would be no atmosphere present. 

Claim 1 1 recites that the silicon carbide body be obtained by firing in an argon 
atmosphere. It is unclear what the Applicant regards as their Invention here since claim 
1 (from which claim 1 1 depends) requires that the silicon carbide body be obtained by 
firing in a nitrogen atmosphere. Since claim 1 1 does not appear to add an additional 
heating step, it is unclear how one of ordinary skill in the art could combine the 
limitations of those two claims to make a useable invention. 

Speciffcation 

The disclosure is objected to because of the following informalities: repeated 
reference is made to negative pressures throughout the specification. As discussed 
above In the rejection under 35 U.S.C. §112, such a pressure is not possible. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schwetz (US Patent 4,230,497) in view of Hauptmann (US Patent 5,001 ,088). It should 
be noted that Hauptmann contains two Certificate of Corrections which replace all of the 
text in the patent (Cols 1-10). Citations in this Office Action are to information as it 
appears in the second Certificate of Correction dated 25 August 1992. 

Schwetz discloses a method of making a silicon carbide (SiC) body. Many 
methods of producing the body are disclosed as suitable, including slip casting (Col 7 
lines 54-58), which involves dispersing the powder into a solvent, which is then poured 
into a die and dried to create a green body. The green body is then fired in the 
presence of flowing nitrogen gas at a temperature of 1900-21 00°C to obtain the final 
piece (Col 2 lines 50-58). Schwetz further discloses that the green body have a carbon 
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containing additive tliat will be coked during the firing process to result in additional 
carbon in the finished body (see Claims 18-22). 

While Schwetz discloses that the body be heated to 550-650°C (as part of the 
heating up to the final sintering temperature, it does not disclose that such a 
temperature is reached under vacuum. 

Hauptmann discloses a method of making a sintered SiC article that involves 
using an additional carbon containing additive which is coked to result in additional 
carbon in the finished body. Hauptmann specifically discloses the use of phenolic resin 
(one of the additives used by Schwetz), and discloses that with such an additive the 
body should be heated to 600°C in a vacuum (Example 1, Col 6 lines 7-46). 

It would have been obvious to one of ordinary skill in the art, at the time of 
invention by applicant, to have modified the method of Schwetz by using the coking 
environment taught by Hauptmann. This would have been obvious because Schwetz 
does not disclose a specific coking environment, and Hauptmann discloses that a 
vacuum at 600°C is effective for coking phenolic resin in a SiC body. 

Referring to claim 3, Schwetz discloses using a sintering time of 10-60 minutes 
(Col 9 lines 1-3). 

Referring to claim 4, Schwetz discloses that the sintering take place in a vacuum, 
below 20 mbar (claim 16). 

Referring to claim 6, Schwetz discloses a range of nitrogen content of from less 
than 50 ppm to 2500 ppm (Table 1 , Col 10 lines 6-12). Schwetz further discloses the 
relationship between nitrogen content and the electrical resistance of the final article. 
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It would have been obvious to one of ordinary skill in the art, at the time of 
invention by applicant to have modified the process of Schwetz in order to achieve I 
finished product having the desired amount of nitrogen based on the electrical 
resistance properties desired in the final piece. 

"[W]here the general conditions of a claim are disclosed in the prior art, it is not 
inventive to discover the optimum or workable ranges by routine experimentation." In re 
Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955) (Claimed process which 
was performed at a temperature between 40°C and 80°C and an acid concentration 
between 25% and 70% was held to be prima facie obvious over a reference process 
which differed from the claims only in that the reference process was performed at a 
temperature of 100°C and an acid concentration of 10%.); See also In re Boesch, 617 
F.2d 272, 205 USPQ 215 (CCPA 1980) (prior art suggested proportional balancing to 
achieve desired results in the formation of an alloy). 

Referring to claims 5, 7 and 8, Schwetz does not discuss the values of the 
claimed properties. However, it is assumed, based on the similarity between the 
claimed invention and that of Schwetz in view of Hauptmann, that the prior art device 
would meet these claim limitations. 

In the alternative, it would have been obvious to one of ordinary skill in the art to 
adjust the method taught by the prior art in order to achieve these values such that a 
final product was reached having the desired porosity and electrical resistive properties. 

Referring to claims 9 and 10, Schwetz discloses using SIC particles having an 
average size of less than 10 i^m (Col 4 lines 27-29). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to RUSSELL J. KEMMERLE III whose telephone number 
is (571)272-6509. The examiner can normally be reached on Monday through 
Thursday, 7:00-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Steven P. Griffin/ 

Supervisory Patent Examiner, Art 

Unit 1791 

/R. J. K./ 

Examiner, Art Unit 1791 



